Se. No. 09/856,345 
Docket No. FA 1010 US NA 



REMARKS/ARGUMENTS 
Status of the Application 

In the Final Office Action, clainns 1 1-20 were rejected. In the present 
Amendment, claims 11, 14, 18, and 20 have been amended. Claims 17 and 19 have 
been canceled. Thus, claims 11-16, 18, and 20 are pending. Please note that the 
amendments to claims 14 and 20 are to correct subject-verb agreement only. No 
new matter has been added. 

Rejections Under 35 U.S.C § 103(a) 

Claims 1 1-16, 18, and 20 were rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Shvartsman (EP 0 439 050 A2). These rejections are respectfully 
traversed. In the Final Office Action, the Examiner conceded that in the Shvartsman 
disclosure radiation passes through the substrate first. It is inherent in Applicants' 
claimed process that the radiation must pass through the embossing die first. As per 
Applicants' specification, radiation passes " through the embossing dies which have 
been pressed into the lacquer" (pg. 12, lines 2-9; emphasis added). Claims 11 and 
18 clearly state that curing occurs "by irradiation through the one or more embossing 
dies with high energy radiation." One of ordinary skill in the art would not conclude 
that this indication of irradiation direction includes the passing of radiation through 
the substrate first. As such, Shvartsman does not supply every element of 
Applicants' claimed process. MPEP § 2143.03. 

Furthermore, claims 11 and 18 have been amended to incorporate claims 17 
and 19 respectively. Because of the requirement that the substrate be a motor 
vehicle or parts thereof, it is inherent in Applicants' claimed process that the radiation 
source is placed outside of the substrate and die, and radiation therefore would have 
to pass through the embossing die first before reaching the substrate. Thus, 
Applicants respectfully submit that claims 1 1 and 18 are patentable over Shvartsman 
because Shvartsman requires the radiation to pass through the substrate first. 
Because claims 12-16 depend on claim 1 1 and claim 20 depends on claim 18, 
Applicants submit that these rejections are no longer valid. 
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Claims 17 and 19 were rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Shvartsnnan in view of Yin et al. (U.S. Patent No. 4.978,593). 
Claims 17 and 19 have been merged Into claims 1 1 and 18 respectively. Yin et al. 
do not supply the missing element of passing the radiation through the embossing 
die first as required by amended claims 11 and 18. Furthermore, Yin et al. merely 
describe creation of thin transparent substrates capable of supporting holographic 
proiections (col. 1 , lines 1 6-51 ). There is no disclosure of producing a relief on the 
body of an opaque motor vehicle or parts thereof through the use of an embossing 
die. Additionally, one of ordinary skill in the art would know that vehicle lacquering is 
the lacquering of a non-transparent body of the vehicle and not the lacquering and/or 
decorating of a vehicle's windshield. Thus, the combination of Shvartsman and Yin 
et al. does not make claims 1 1 and 18 unpatentable. 

The Yin et al. process of making the hologram and the photosensitive material 
applied to the thin substrate are completely different from the process of making the 
hologram and the photosensitive material of Applicants* claimed process. In Yin et 
al., dichromated gelatin is used as a photosensitive material, and a wet developing 
step is required (see col. 2, lines 43-53). Claims 11 and 18 have been amended to 
include the requirement that the curable coating agents be cured cationically and/or 
radically. Support for this amendment can be found at page 5, lines 11-15, of 
Applicants' specification. One of ordinary skill in the art understands that a 
cationically and/or radically curable coating agent is completely different from a 
dichromated gelatin. Additionally, one of ordinary skill in the art would not consider 
the wet developing step utilized by Yin et al. to be equivalent to Applicants' use of an 
embossing die to create a decorative pattern. 

Claims 11-14. 18, and 20 were rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Galarneau et al. (U.S. Patent No. 5,597,613). Claims 1 1 and 18 
have been amended to incorporate claims 17 and 19 respectively. Consequently, 
claims 1 1 and 18 are now directed to motor vehicles or parts thereof. Applicants 
respectfully submit that it is not obvious to use Galarneau et al.'s process of 
replication of diffractlve optic elements for the coating/decorating of vehicle parts to 
produce special visual effects. Besides the lack of disclosure of substrate specificity 
in Galarneau et al., except possibly for polarizers for visual displays and anti- 



6 



Se. No. 09/856,345 
Docket No. FA 1010 US NA 

reflective surfaces (col. 2, lines 7-13), Galarneau et al. fail to disclose a process for 
the decorative design of a surface of a motor vehicle or parts thereof as now 
required by claims 1 1 and 18. 

In asserting that Applicants' claimed process is unpatentable over Galarneau 
et al., the Examiner conceded that Galarneau et al. did not disclose the patterning of 
the embossing die. The Examiner argued, however, that the pattern formed on the 
substrate is a design choice. Applicants respectfully submit that the pattern formed 
on the substrate is not merely a design choice, but leads to the special visible effects 
of the decorative elements. When viewing a substrate that has been passed through 
Applicants' claimed process, it is not the relief itself that the human eye perceives, 
but rather the resulting optical effect. For example, the decorative elements appear 
to the human eye to be visible in all spectral colors (see pg. 15, lines 25-31 ) or as a 
holographic image (see pg. 15, lines 33-37). Thus, Applicants respectfully submit 
that the pattern formed on the substrate is not merely a design choice as asserted by 
the Examiner, but is instead an optically perceptible effect. 

Claims 15 and 16 were rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Galarneau et al. in view of Shvartsman. Because claims 1 5 and 
16 depend on claim 1 1 , Applicants respectfully submit that these rejections are no 
longer valid. 
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Summary 



In view of the foregoing amendments and remarks, Applicants submit that this 
application is in condition for allowance. In order to expedite disposition of this case, 
the Examiner is invited to contact Applicants' representative at the telephone number 
below to resolve any remaining issues. Should there be a fee due which is not 
accounted for, please charge such fee to Deposit Account No. 04-1928 (E.I. du Pont 
de Nemours and Company). 




Respectfully submitted, 



Dated: July 7. 2003 
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